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ent, on such terms as the court deems reason-
able.

(July 19, 1952, ch. 950, 66 Stat. 812.)
HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., § 70, part (R.S. 4921,
amended (1) Mar. 3, 1897, ch. 391, §6, 29 Stat. 694, (2) Feb.
18, 1922, ch. 58, §8, 42 Stat. 392, (3) Aug. 1, 1946, ch. 726,
§1, 60 Stat. 778).

This section is the same as the provision which opens
R.S. 4921 with minor changes in language.

§284. Damages

Upon finding for the claimant the court shall
award the claimant damages adequate to com-
pensate for the infringement, but in no event
less than a reasonable royalty for the use made
of the invention by the infringer, together with
interest and costs as fixed by the court.

When the damages are not found by a jury, the
court shall assess them. In either event the
court may increase the damages up to three
times the amount found or assessed. Increased
damages under this paragraph shall not apply to
provisional rights under section 154(d).

The court may receive expert testimony as an
aid to the determination of damages or of what
royalty would be reasonable under the circum-
stances.

(July 19, 1952, ch. 950, 66 Stat. 813; Pub. L.
106-113, div. B, §1000(a)(9) [title IV, §4507(9)],
Nov. 29, 1999, 113 Stat. 1536, 1501A-566; Pub. L.
112-29, §20(j), Sept. 16, 2011, 125 Stat. 335.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §§67 and 70, part
(R.S. 4919; R.S. 4921, amended (1) Mar. 3, 1897, ch. 391, §6,
29 Stat. 694, (2) Feb. 18, 1922, ch. 58, §8, 42 Stat. 392, (3)
Aug. 1, 1946, ch. 726, §1, 60 Stat. 778).

This section consolidates the provisions relating to
damages in R.S. 4919 and 4921, with some changes in
language.

AMENDMENTS

2011—Second par. Pub. L. 112-29 struck out ‘‘of this
title’” after ““154(d)”.

1999—Second par. Pub. L. 106-113 inserted at end ‘‘In-
creased damages under this paragraph shall not apply
to provisional rights under section 154(d) of this title.”

EFFECTIVE DATE OF 2011 AMENDMENT
Amendment by Pub. L. 112-29 effective upon the expi-
ration of the 1-year period beginning on Sept. 16, 2011,
and applicable to proceedings commenced on or after

that effective date, see section 20(I) of Pub. L. 112-29,
set out as a note under section 2 of this title.

EFFECTIVE DATE OF 1999 AMENDMENT

Amendment by Pub. L. 106-113 effective Nov. 29, 2000,
and applicable only to applications (including inter-
national applications designating the United States)
filed on or after that date, see section 1000(a)(9) [title
IV, §4508] of Pub. L. 106-113, as amended, set out as a
note under section 10 of this title.

§285. Attorney fees

The court in exceptional cases may award rea-
sonable attorney fees to the prevailing party.
(July 19, 1952, ch. 950, 66 Stat. 813.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §70, part (R.S. 4921,
amended (1) Mar. 3, 1897, ch. 391, §6, 29 Stat. 694, (2) Feb.
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18, 1922, ch. 58, §8, 42 Stat. 392, (3) Aug. 1, 1946, ch. 726,
§1, 60 Stat. 778).

This section is substantially the same as the cor-
responding provision in R.S. 4921; ‘‘in exceptional
cases” has been added as expressing the intention of
the present statute as shown by its legislative history
and as interpreted by the courts.

§286. Time limitation on damages

Except as otherwise provided by law, no recov-
ery shall be had for any infringement committed
more than six years prior to the filing of the
complaint or counterclaim for infringement in
the action.

In the case of claims against the United States
Government for use of a patented invention, the
period before bringing suit, up to six years, be-
tween the date of receipt of a written claim for
compensation by the department or agency of
the Government having authority to settle such
claim, and the date of mailing by the Govern-
ment of a notice to the claimant that his claim
has been denied shall not be counted as part of
the period referred to in the preceding para-
graph.

(July 19, 1952, ch. 950, 66 Stat. 813.)
HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., § 70, part (R.S. 4921,
amended (1) Mar. 3, 1897, ch. 391, §6, 29 Stat. 694, (2) Feb.
18, 1922, ch. 58, §8, 42 Stat. 392, (3) Aug. 1, 1946, ch. 726,
§1, 60 Stat. 778).

The first paragraph is the same as the provision in
R.S. 4921 with minor changes in language, with the
added provision relating to the date for counterclaims
for infringement.

The second paragraph is new and relates to extending
the period of limitations with respect to suits in the
Court of Claims in certain instances when administra-
tive consideration is pending.

§287. Limitation on damages and other remedies;
marking and notice

(a) Patentees, and persons making, offering for
sale, or selling within the United States any
patented article for or under them, or importing
any patented article into the United States,
may give notice to the public that the same is
patented, either by fixing thereon the word
“patent’ or the abbreviation ‘‘pat.”’, together
with the number of the patent, or by fixing
thereon the word ‘‘patent” or the abbreviation
“pat.” together with an address of a posting on
the Internet, accessible to the public without
charge for accessing the address, that associates
the patented article with the number of the pat-
ent, or when, from the character of the article,
this can not be done, by fixing to it, or to the
package wherein one or more of them is con-
tained, a label containing a like notice. In the
event of failure so to mark, no damages shall be
recovered by the patentee in any action for in-
fringement, except on proof that the infringer
was notified of the infringement and continued
to infringe thereafter, in which event damages
may be recovered only for infringement occur-
ring after such notice. Filing of an action for in-
fringement shall constitute such notice.

(b)(1) An infringer under section 271(g) shall be
subject to all the provisions of this title relating
to damages and injunctions except to the extent
those remedies are modified by this subsection
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or section 9006 of the Process Patent Amend-
ments Act of 1988. The modifications of remedies
provided in this subsection shall not be avail-
able to any person who—

(A) practiced the patented process;

(B) owns or controls, or is owned or con-
trolled by, the person who practiced the pat-
ented process; or

(C) had knowledge before the infringement
that a patented process was used to make the
product the importation, use, offer for sale, or
sale of which constitutes the infringement.

(2) No remedies for infringement under section
271(g) shall be available with respect to any
product in the possession of, or in transit to, the
person subject to liability under such section be-
fore that person had notice of infringement with
respect to that product. The person subject to li-
ability shall bear the burden of proving any such
possession or transit.

(3)(A) In making a determination with respect
to the remedy in an action brought for infringe-
ment under section 271(g), the court shall con-
sider—

(i) the good faith demonstrated by the de-
fendant with respect to a request for disclo-
sure,

(ii) the good faith demonstrated by the
plaintiff with respect to a request for disclo-
sure, and

(iii) the need to restore the exclusive rights
secured by the patent.

(B) For purposes of subparagraph (A), the fol-
lowing are evidence of good faith:

(i) a request for disclosure made by the de-
fendant;

(ii) a response within a reasonable time by
the person receiving the request for disclosure;
and

(iii) the submission of the response by the
defendant to the manufacturer, or if the man-
ufacturer is not known, to the supplier, of the
product to be purchased by the defendant, to-
gether with a request for a written statement
that the process claimed in any patent dis-
closed in the response is not used to produce
such product.

The failure to perform any acts described in the
preceding sentence is evidence of absence of
good faith unless there are mitigating circum-
stances. Mitigating circumstances include the
case in which, due to the nature of the product,
the number of sources for the product, or like
commercial circumstances, a request for disclo-
sure is not necessary or practicable to avoid in-
fringement.

(4)(A) For purposes of this subsection, a ‘‘re-
quest for disclosure” means a written request
made to a person then engaged in the manufac-
ture of a product to identify all process patents
owned by or licensed to that person, as of the
time of the request, that the person then reason-
ably believes could be asserted to be infringed
under section 271(g) if that product were im-
ported into, or sold, offered for sale, or used in,
the United States by an unauthorized person. A
request for disclosure is further limited to a re-
quest—

(i) which is made by a person regularly en-
gaged in the United States in the sale of the
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same type of products as those manufactured
by the person to whom the request is directed,
or which includes facts showing that the per-
son making the request plans to engage in the
sale of such products in the United States;

(ii) which is made by such person before the
person’s first importation, use, offer for sale,
or sale of units of the product produced by an
infringing process and before the person had
notice of infringement with respect to the
product; and

(iii) which includes a representation by the
person making the request that such person
will promptly submit the patents identified
pursuant to the request to the manufacturer,
or if the manufacturer is not known, to the
supplier, of the product to be purchased by the
person making the request, and will request
from that manufacturer or supplier a written
statement that none of the processes claimed
in those patents is used in the manufacture of
the product.

(B) In the case of a request for disclosure re-
ceived by a person to whom a patent is licensed,
that person shall either identify the patent or
promptly notify the licensor of the request for
disclosure.

(C) A person who has marked, in the manner
prescribed by subsection (a), the number of the
process patent on all products made by the pat-
ented process which have been offered for sale or
sold by that person in the United States, or im-
ported by the person into the United States, be-
fore a request for disclosure is received is not re-
quired to respond to the request for disclosure.
For purposes of the preceding sentence, the term
“all products’ does not include products made
before the effective date of the Process Patent
Amendments Act of 1988.

(5)(A) For purposes of this subsection, notice
of infringement means actual knowledge, or re-
ceipt by a person of a written notification, or a
combination thereof, of information sufficient
to persuade a reasonable person that it is likely
that a product was made by a process patented
in the United States.

(B) A written notification from the patent
holder charging a person with infringement
shall specify the patented process alleged to
have been used and the reasons for a good faith
belief that such process was used. The patent
holder shall include in the notification such in-
formation as is reasonably necessary to explain
fairly the patent holder’s belief, except that the
patent holder is not required to disclose any
trade secret information.

(C) A person who receives a written notifica-
tion described in subparagraph (B) or a written
response to a request for disclosure described in
paragraph (4) shall be deemed to have notice of
infringement with respect to any patent referred
to in such written notification or response un-
less that person, absent mitigating circum-
stances—

(i) promptly transmits the written notifica-
tion or response to the manufacturer or, if the
manufacturer is not known, to the supplier, of
the product purchased or to be purchased by
that person; and

(ii) receives a written statement from the
manufacturer or supplier which on its face
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sets forth a well grounded factual basis for a
belief that the identified patents are not in-
fringed.

(D) For purposes of this subsection, a person
who obtains a product made by a process pat-
ented in the United States in a quantity which
is abnormally large in relation to the volume of
business of such person or an efficient inventory
level shall be rebuttably presumed to have ac-
tual knowledge that the product was made by
such patented process.

(6) A person who receives a response to a re-
quest for disclosure under this subsection shall
pay to the person to whom the request was made
a reasonable fee to cover actual costs incurred
in complying with the request, which may not
exceed the cost of a commercially available
automated patent search of the matter involved,
but in no case more than $500.

(c)(1) With respect to a medical practitioner’s
performance of a medical activity that con-
stitutes an infringement under section 271(a) or
(b), the provisions of sections 281, 283, 284, and
285 shall not apply against the medical practi-
tioner or against a related health care entity
with respect to such medical activity.

(2) For the purposes of this subsection:

(A) the term ‘‘medical activity’” means the
performance of a medical or surgical proce-
dure on a body, but shall not include (i) the
use of a patented machine, manufacture, or
composition of matter in violation of such
patent, (ii) the practice of a patented use of a
composition of matter in violation of such
patent, or (iii) the practice of a process in vio-
lation of a biotechnology patent.

(B) the term ‘‘medical practitioner’” means
any natural person who is licensed by a State
to provide the medical activity described in
subsection (c¢)(1) or who is acting under the di-
rection of such person in the performance of
the medical activity.

(C) the term ‘‘related health care entity”’
shall mean an entity with which a medical
practitioner has a professional affiliation
under which the medical practitioner performs
the medical activity, including but not limited
to a nursing home, hospital, university, medi-
cal school, health maintenance organization,
group medical practice, or a medical clinic.

(D) the term ‘‘professional affiliation’ shall
mean staff privileges, medical staff member-
ship, employment or contractual relationship,
partnership or ownership interest, academic
appointment, or other affiliation under which
a medical practitioner provides the medical
activity on behalf of, or in association with,
the health care entity.

(E) the term ‘‘body” shall mean a human
body, organ or cadaver, or a nonhuman animal
used in medical research or instruction di-
rectly relating to the treatment of humans.

(F') the term ‘‘patented use of a composition
of matter” does not include a claim for a
method of performing a medical or surgical
procedure on a body that recites the use of a
composition of matter where the use of that
composition of matter does not directly con-
tribute to achievement of the objective of the
claimed method.

(G) the term ‘‘State’ shall mean any State
or territory of the United States, the District
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of Columbia, and the Commonwealth of Puerto
Rico.

(3) This subsection does not apply to the ac-
tivities of any person, or employee or agent of
such person (regardless of whether such person
is a tax exempt organization under section 501(c)
of the Internal Revenue Code), who is engaged in
the commercial development, manufacture, sale,
importation, or distribution of a machine, man-
ufacture, or composition of matter or the provi-
sion of pharmacy or clinical laboratory services
(other than clinical laboratory services provided
in a physician’s office), where such activities
are:

(A) directly related to the commercial devel-
opment, manufacture, sale, importation, or
distribution of a machine, manufacture, or
composition of matter or the provision of
pharmacy or clinical laboratory services
(other than clinical laboratory services pro-
vided in a physician’s office), and

(B) regulated under the Federal Food, Drug,
and Cosmetic Act, the Public Health Service
Act, or the Clinical Laboratories Improvement
Act.

(4) This subsection shall not apply to any pat-
ent issued based on an application which has an
effective filing date before September 30, 1996.

(July 19, 1952, ch. 950, 66 Stat. 813; Pub. L.
100-418, title IX, §9004(a), Aug. 23, 1988, 102 Stat.
1564; Pub. L. 103-465, title V, §533(b)(5), Dec. 8,
1994, 108 Stat. 4989; Pub. L. 104-208, div. A, title
I, §101(a) [title VI, §616], Sept. 30, 1996, 110 Stat.
3009, 3009-67; Pub. L. 106-113, div. B, §1000(a)(9)
[title IV, §4803], Nov. 29, 1999, 113 Stat. 1536,
1501A-589; Pub. L. 112-29, §§3(2)(2), 16(a)(1),
20(1)(4), (j), Sept. 16, 2011, 125 Stat. 288, 328, 335.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §49 (R.S. 4900,
amended Feb. 7, 1927, ch. 67, 44 Stat. 1058).

Language is changed. The proviso in the correspond-
ing section of existing statute is omitted as being tem-
porary in character and now obsolete.

REFERENCES IN TEXT

Section 9006 of the Process Patent Amendments Act
of 1988, referred to in subsec. (b)(1), is section 9006 of
title IX of Pub. L. 100418, which is set out as a note
under section 271 of this title.

The effective date of the Process Patent Amendments
Act of 1988, referred to in subsec. (b)(4)(C), is the effec-
tive date of title IX of Pub. L. 100-418. See section 9006
of Pub. L. 100-418, set out as a note under section 271 of
this title.

Section 501(c) of the Internal Revenue Code, referred
to in subsec. (¢)(3), is classified to section 501(c) of Title
26, Internal Revenue Code.

The Federal Food, Drug, and Cosmetic Act, referred
to in subsec. (¢)(3)(B), is act June 25, 1938, ch. 675, 52
Stat. 1040, as amended, which is classified generally to
chapter 9 (§301 et seq.) of Title 21, Food and Drugs. For
complete classification of this Act to the Code, see sec-
tion 301 of Title 21 and Tables.

The Public Health Service Act, referred to in subsec.
(©)(3)(B), is act July 1, 1944, ch. 373, 58 Stat. 682, as
amended, which is classified generally to chapter 6A
(§201 et seq.) of Title 42, The Public Health and Welfare.
For complete classification of this Act to the Code, see
Short Title note set out under section 201 of Title 42
and Tables.

The Clinical Laboratories Improvement Act, referred
to in subsec. (¢)(3)(B), probably means the Clinical Lab-
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oratories Improvement Act of 1967, section 5 of Pub. L.
90-174, Dec. 5, 1967, 81 Stat. 536, which enacted section
263a of Title 42 and enacted provisions set out as notes
under section 263a of Title 42. For complete classifica-
tion of this Act to the Code, see Short Title note set
out under section 263a of Title 42 and Tables.

AMENDMENTS

2011—Subsec. (a). Pub. L. 112-29, §16(a)(1), substituted
“or by fixing thereon the word ‘patent’ or the abbrevia-
tion ‘pat.’ together with an address of a posting on the
Internet, accessible to the public without charge for
accessing the address, that associates the patented ar-
ticle with the number of the patent, or when,” for ‘“‘or
when,”’.

Subsec. (b)(2). Pub. L. 112-29, §20(j), struck out ‘‘of
this title” after 271(g)”.

Subsec. (¢)(1). Pub. L. 112-29, §20(j), struck out ‘“‘of
this title” after “271(a) or (b)’ and after ‘‘285’.

Subsec. (¢)(2)(G). Pub. L. 112-29, §20(i)(4), substituted
“any State’ for ‘‘any state’.

Subsec. (c)(4). Pub. L. 112-29, §3(g)(2), substituted
“which has an effective filing date before’ for ‘‘the ear-
liest effective filing date of which is prior to”’.

1999—Subsec. (¢)(4). Pub. L. 106-113 substituted ‘‘based
on an application the earliest effective filing date of
which is prior to September 30, 1996’ for ‘‘before the
date of enactment of this subsection”.

1996—Subsec. (¢). Pub. L. 104-208 added subsec. (c).

1994—Subsec. (a). Pub. L. 103-465, §533(b)(5)(A), sub-
stituted ‘‘making, offering for sale, or selling within
the United States” for ‘“‘making or selling” and in-
serted ‘‘or importing any patented article into the
United States,” after ‘“‘under them,”.

Subsec. (b)(1)(C). Pub. L. 103-465, §533(b)(5)(B)(1), sub-
stituted ‘‘use, offer for sale, or sale” for ‘‘use, or sale’.

Subsec. (b)(4)(A). Pub. L. 103-465, §533(b)(5)(B)(ii), sub-
stituted ‘‘sold, offered for sale, or” for ‘‘sold or’ in in-
troductory provisions.

Subsec. (b)(4)(A)@di). Pub. L. 103-465, §533(b)(5)(B)(iii),
substituted ‘‘use, offer for sale, or sale” for ‘‘use, or
sale’’.

Subsec. (b)(4)(C). Pub. L. 103-465, §533(b)(5)(B)(iv), (V),
substituted ‘‘have been offered for sale or sold” for
“have been sold” and ‘“United States, or imported by
the person into the United States, before’ for ‘‘United
States before’.

1988—Pub. L. 100418 inserted ‘‘and other remedies’ in
section catchline, designated existing provisions as
subsec. (a), and added subsec. (b).

EFFECTIVE DATE OF 2011 AMENDMENT

Amendment by section 3(g)(2) of Pub. L. 112-29 effec-
tive upon the expiration of the 18-month period begin-
ning on Sept. 16, 2011, and applicable to certain applica-
tions for patent and any patents issuing thereon, see
section 3(n) of Pub. L. 112-29, set out as an Effective
Date of 2011 Amendment; Savings Provisions note
under section 100 of this title.

Pub. L. 112-29, §16(a)(2), Sept. 16, 2011, 125 Stat. 328,
provided that: ‘“The amendment made by this sub-
section [amending this section] shall apply to any case
that is pending on, or commenced on or after, the date
of the enactment of this Act [Sept. 16, 2011].”

Amendment by section 20(i)(4), (j) of Pub. L. 112-29 ef-
fective upon the expiration of the 1-year period begin-
ning on Sept. 16, 2011, and applicable to proceedings
commenced on or after that effective date, see section
20(1) of Pub. L. 112-29, set out as a note under section
2 of this title.

EFFECTIVE DATE OF 1994 AMENDMENT
Amendment by Pub. L. 103-465 effective on date that
is one year after date on which the WTO Agreement en-
ters into force with respect to the United States [Jan.
1, 1995], with provisions relating to earliest filed patent
application, see section 534(a), (b)(3) of Pub. L. 103-465,

set out as a note under section 154 of this title.

EFFECTIVE DATE OF 1988 AMENDMENT

Amendment by Pub. L. 100418 effective 6 months
after Aug. 23, 1988, and, subject to enumerated excep-
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tions, applicable only with respect to products made or
imported after such effective date, see section 9006 of
Pub. L. 100-418, set out as a note under section 271 of
this title.

§288. Action for infringement of a patent con-
taining an invalid claim

Whenever a claim of a patent is invalid, an ac-
tion may be maintained for the infringement of
a claim of the patent which may be valid. The
patentee shall recover no costs unless a dis-
claimer of the invalid claim has been entered at
the Patent and Trademark Office before the
commencement of the suit.

(July 19, 1952, ch. 950, 66 Stat. 813; Pub. L. 93-596,
§1, Jan. 2, 1975, 88 Stat. 1949; Pub. L. 112-29,
§20(h), Sept. 16, 2011, 125 Stat. 334.)

HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., § 71 (R.S. 4922).

The necessity for a disclaimer to recover on valid
claims is eliminated. See section 253.

Language is changed.

AMENDMENTS

2011—Pub. L. 112-29 struck out ‘‘, without deceptive
intention,” after ‘““Whenever’’.

1975—Pub. L. 93-596 substituted ‘‘Patent and Trade-
mark Office” for ‘‘Patent Office’.

EFFECTIVE DATE OF 2011 AMENDMENT

Amendment by Pub. L. 112-29 effective upon the expi-
ration of the 1-year period beginning on Sept. 16, 2011,
and applicable to proceedings commenced on or after
that effective date, see section 20(l) of Pub. L. 112-29,
set out as a note under section 2 of this title.

EFFECTIVE DATE OF 1975 AMENDMENT

Amendment by Pub. L. 93-596 effective Jan. 2, 1975,
see section 4 of Pub. L. 93-596, set out as a note under
section 1111 of Title 15, Commerce and Trade.

§289. Additional remedy for infringement of de-
sign patent

Whoever during the term of a patent for a de-
sign, without license of the owner, (1) applies
the patented design, or any colorable imitation
thereof, to any article of manufacture for the
purpose of sale, or (2) sells or exposes for sale
any article of manufacture to which such design
or colorable imitation has been applied shall be
liable to the owner to the extent of his total
profit, but not less than $250, recoverable in any
United States district court having jurisdiction
of the parties.

Nothing in this section shall prevent, lessen,
or impeach any other remedy which an owner of
an infringed patent has under the provisions of
this title, but he shall not twice recover the
profit made from the infringement.

(July 19, 1952, ch. 950, 66 Stat. 813.)
HISTORICAL AND REVISION NOTES

Based on Title 35, U.S.C., 1946 ed., §§74, 75 (Feb. 4,
1887, ch. 105, §§1, 2, 24 Stat. 387, 388).
Language is changed.

§290. Notice of patent suits

The clerks of the courts of the United States,
within one month after the filing of an action
under this title shall give notice thereof in writ-
ing to the Director, setting forth so far as



		Superintendent of Documents
	2019-09-05T10:55:21-0400
	US GPO, Washington, DC 20401
	Superintendent of Documents
	GPO attests that this document has not been altered since it was disseminated by GPO




